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This is a decision on appeal under 35 U S.C. 8§ 134 from
the final rejection of clainms 1-3, 5, and 7-10. Cdains 4
and 6 have been cancel ed.

W reverse.

BACKGROUND

The di sclosed invention relates to a tel ephone cal
forwardi ng system
Claim1 is reproduced bel ow.

1. For use in an Advanced Intelligent Network
(AIN) provided with, for each subscriber, (a) a
subscri ber Service Nunber, (b) a subscriber Calling
Nunmber, and (c) a subscriber Call Forwarding Profile
including a plurality of Destination Nunbers each
assigned a calling day, a calling tine, and a calling
priority designation, an automated call handling nethod
for enabling a caller to dial a single tel ephone nunber
and reach a subscriber at one of a plurality of
separate | ocations, conprising:

generating a call to a subscriber by dialing a
subscri ber Service Nunber;

processing the call to determne the calling day
and the calling tinme of the call and the subscri ber
Servi ce Nunber;

processi ng the subscri ber Service Nunber to
identify the subscriber Call Forwarding Profile
corresponding to the subscri ber Service Nunber to
generate (a) a list of Destination Nunbers to route the

call, and (b) a corresponding routing order with
respect to the calling day and the calling tine of the
cal l;



Appeal No. 1998-1898
Application 08/497,721

conparing the calling day and the calling tinme of
each Destination Nunmber of the subscriber Cal
Forwarding Profile to the calling day and the calling
time of the call

sel ecting each Destination Number whose calling
day and calling tine match the calling day and the
calling tine of the call; and

sequentially routing the call to the selected
Desti nati on Nunbers in accordance with their calling
priority designations.
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The Exam ner relies on the following prior art:

U S WEST ROLLS QUT Al N VARI ETY PACK, Advanced

Intelligent Network (AIN) News, June 15, 1994, V. 4,

No. 12 (D al og dat abase printout) (hereinafter referred

to as the "AIN News article").

Clains 1-3, 5, and 7-10 stand rejected under 35 U S. C
88 102(a) and 102(b) as being anticipated by a public use or
sale of the invention as evidenced by the AIN News article.

W refer to the Final Rejection (Paper No. 9) (pages
referred to as "FR__") and the Exam ner's Answer (Paper
No. 21) (pages referred to as "EA_ ") for a statenent of the
Exam ner's position, and to the Brief (Paper No. 18) (pages
referred to as "Br__") and the Reply Brief (Paper No. 22)
(pages referred to as "RBr__") for a statenent of
Appel I ants' argunents thereagainst. The Exam ner notes
entry of the Reply Brief, but does not respond to the nerits
t hereof (Paper No. 24).

OPI NI ON

Initially, we note that under 35 U S.C. 8§ 102(a)
not hi ng an applicant who has invented in the United States
does can preclude himfromgetting a patent under this

subsection because 8 102(a) refers to acts "before the

i nvention thereof by the applicant.” See In re Katz,
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687 F.2d 450, 454, 215 USPQ 14, 17 (CCPA 1982) ("But

certainly one's own invention, whatever the form of

di scl osure to the public, may not be prior art against

onesel f, absent a statutory bar." [Enphasis in original.]

(Gting In re Facius, 408 F.2d 1396, 1406, 161 USPQ 294, 302

(CCPA 1969).)). Furthernore, 8§ 102(a) does not relate to
"public use or on sale.” Accordingly, 8 102(a) is not a
proper statutory basis for rejection in this case and the
Exam ner's rejection, to the extent it relies on 8 102(a),
IS reversed.

The AIN News article, which was published before the
critical date, indicates that a "Fi ndMe" service, which
provides "alternate | ocation forwarding (three possible
| ocations) . . .," and a "Schedul ed Forwardi ng" service,
whi ch "provides tinme-of-day/day-of-week routing . . ." are
schedul ed for trial. The AIN News article quotes M.

Henni ngson, one of the co-inventors on this application, as
stating that U S. West is "getting into the marketpl ace" and
is "offering the services now." The AIN News article

provi des no details of how these two services would work and

the Exam ner has not attenpted to reject the clains on the
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description in the article using the article as a 8 102(b)
printed publication. |Instead, the Exam ner relies on the

AIN News article as prima facie evidence that the clai ned

subject matter was in "public use" or "on sale."” Appellants
admt that "[t]he Exam ner is correct in positing that the
AN news article is a prinma facie [case] of public use and
on sale activity" (Br6). However, Appellants indicate that
M. Henni ngson was ignorant of the construed nmeani ngs of his
statenent in the context of what actually occurred (Br6) and
have subm tted Exhibits A-F and a Declaration by co-inventor

WlliamC Catellier as evidence to rebut any prima facie

case of public use or on sale activity of the clained
i nvention prior to the critical date.

We agree with Appellants' argunents in the Brief that
the evidence clearly establishes that there was no public
use or on sale activity of the clained subject matter prior
to the critical date. W adopt Appellants' reasons as our
own. In addition, we provide the foll ow ng comments.

Appel | ant s have i ntroduced persuasive evidence that
there was no sale or offer for sale of the clainmed invention

before the critical data. Inportantly, the participants in
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the technical trial were not charged for their participation
(Exhibit A, Exhibit B, p. 1; Exhibit C p. 3; Declaration,
para. 11). Thus, we fail to see how there has been a sale
or offer to sell during the trial period. None of the tria
participants were offered special treatnent when the fina
version of the service was offered to the public (Exhibit B,
p. 3; Declaration, para. 21). This indicates to us that
there was no marketing notive to the test, i.e., that there
was no intent to gain a market advantage by gathering
custoners before actual selling of the services.
Participation was |limted to a trial group of 40 persons
(Decl aration, para. 9) as conpared to an estimated 70, 000
potential custonmers (Declaration, para. 22). Thus, there
was no attenpt to use the trial as a market trial to judge
consuner demand. The draft |etter regardi ng PERSONAL ACCESS
SERVI CE [ PAS] - TECHNI CAL TRI AL LETTER OF UNDERSTANDI NG

bet ween participants and U S WEST Conmuni cati ons, Inc.
(USWCI) indicates (Exhibit B, p. 2): "USWC w Il provide
PAS to Custonmer with the intent of testing and eval uating
the technical feasibility, technol ogy, operationa

effecti veness of PAS prior to placing PAS in a Market Trial
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and/or an offering into the market place." This indicates

that an offer for sale would cone at some tinme in the
future, after the technical trial. The letter by attorney
Timothy R Schulte dated June 9, 1995, (Exhibit E) states:
"This ['Find Me'] service was market trialed starting
July 5, 1994. Therefore, please file this application prior
to July 5." (Enphasis omtted.) Also, M. Catellier's
Decl aration states that "market testing started with a
market trial in Seattle and Phoenix on July 5, 1994"
(Declaration, para. 19). This indicates that
commerci alization began on July 5, 1994, after the critica
date. In summary, the evidence indicates that the clainmed
subject matter was not "on sale"” prior to the critical date.
Appel I ants have introduced persuasive evidence that the
pur pose of the technical trial prior to the critical date
was experinental. "The use of an invention by the inventor
hi msel f, or of any other person under his direction, by way
of experinment, and in order to bring the invention to
perfection, has never been regarded as [a public] use.”

City of Elizabeth v. Anerican N chol son Pavenent Co.,

97 U.S. 126, 134 (1877); I.P. Lab., Inc. v. Prof'l
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Positioners, Inc., 724 F.2d 965, 971, 220 USPQ 577, 582
(Fed. Cir. 1984). The draft letter of understanding
indicates (Exhibit B, p. 2): "USWI w Il provide PAS to
Custoner with the intent of testing and evaluating the
technical feasibility, technol ogy, operational effectiveness
of PAS prior to placing PAS in a Market Trial and/or an
offering into the market place." This clearly indicates the
i ntended experinental nature of the technical trial. The
pur pose was to eval uate the hardware, software, and design
of conponents in a live network environment (Declaration,
paras. 7 and 8). Because of the nature of the invention,
the testing had to be conducted under the supervision and
control of the inventors or the assignee. The participants
al | signed non-disclosure agreenents (Declaration,

para. 10); we note also that the bottons of the pages of
Exhibit C state that it is not for use or disclosure outside
of US WEST. The use of non-U S WEST personnel in the
technical trial (the EXTERNAL CUSTOVERS noted in Exhibit C)
does not void an experinental use. In summary, the evidence

i ndicates that the purpose of the technical trial was
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experinmental and, thus, the clained subject nmatter was not
"in public use" prior to the critical date.

The Exam ner notes that Exhibit A discloses that as of
May 4, 1994, the service was "schedul ed to be available to
custoners residing in the Seattle Metro area"” (Exhibit A
p. 1) and "[t]he Examiner interprets this as a marketing
strategy, whereby the clained invention is offered on a
trial basis to determ ne whether the service neets the
custoner's needs" (FR5). Exhibit A dated May 3, 1994, and
having a first facsimle transm ssion date of May 4, 1994,
states that "on June 28th [the FindMe service] is schedul ed
to be available to custoners residing in the Seattle Metro
area." However, there is no evidence that the service was
actually commercially avail able, as planned, on June 28th
(whi ch woul d have been before the critical date). The
evidence is that market testing did not begin until
July 5, 1994 (Exhibit E, Declaration, para. 19). Exhibit A
does not indicate that the "trial basis" is a sale or offer
for sale of the FindMe service or that it is anything other

than an experinmental use.
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The Exam ner states that Exhibit B establishes "public

use" and "on sale" activity because: "The bottom of page 1
of Exhibit B refers to the custoner cooperation 'wth USWCI
inits PAS narket research.” On line 4 of page 2, reference
iIs made to a 'Market Trial and/or an offering into the
mar ket place."” Custoner cooperation with nmarket research
does not indicate commercialization during the technica
trial period. As to the statenent on page 2, the conplete
sentence on lines 1-4 states: "USWC w Il provide PAS to
Custoner with the intent of testing and evaluating the
technical feasibility, technol ogy, operational effectiveness
of PAS prior to placing PAS in a Market Trial and/or an
offering into the market place."” This indicates the purpose
of the technical trial is technical experinentation and is
to be followed at sone later date by a market trial, not
that the purpose is for marketing.

The Exam ner states that Exhibit C establishes "public

use" and "on sale" activity because of (1) the price lists
and |ist of "EXTERNAL CUSTOMERS' nore than one year before
the filing date; and (2) "page 4 of Exhibit C discloses that

"any technical trial subscriber who continues with the
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service through market trial will begin to billed for the

product” (enphasis in original). There is no indication in
Exhibit Cthat the price lists indicate an offer to sell the
service during the technical trial; the prices are
apparently prices that will be charged in the subsequent
market trial. The statenent on page 4 indicates that the
service will be "on sale" in the market trial. However, the
market trials did not begin until July 5, 1994.

In regard to Exhibit F, the "U S WEST® Fi ndMeK Servi ce
Instruction Manual ," dated "6/94," is evidently the "Fi ndve
Servi ce user-guide" nentioned in Exhibit A which was
di stributed to users during the technical trial (Br7).
Not hi ng i s known about the public availability or
confidentiality of this manual so as to be able to determ ne
whether it constitutes a 8 102(b) "printed publication.”

The manual provides details about the FindMe service that
are not found in the AIN News article. Appellants are
required to provide, for the record, a description of the

ci rcunst ances surroundi ng the public accessibility of

Exhi bit F for evaluation by the Exam ner. Qur decision does

not address Exhi bit F.
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For the reasons stated above, we concl ude that

Appel I ants have rebutted any prima facie case of public use

or on sale activity of the clainmed invention prior to the

critical date. The rejection of clainms 1-3, 5, and 7-10 is

reversed.
REVERSED
LEE E. BARRETT )
Adm ni strative Pat ent Judge )
)
)
)
) BOARD OF
PATENT
JOSEPH F. RUGGE ERO ) APPEALS
Adm ni strative Patent Judge ) AND
) | NTERFERENCES
)
)
)
JOSEPH L. DI XON )

Adm ni strative Patent Judge )
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